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# # 4686230934 : MAJOR LAWS
KEY WORD: JURISDICTION/RECOGNITION OF JUDGMENTS/INTELLECTUAL PROPERTY

TITIPORN TANGSURAT : SOME ASPECTS OF THE DRAFT CONVENTION ON
JURISDICTION AND RECOGNITION OF JUDGMENTS IN INTELLECTUAL
PROPERTY MATTERS. THESIS ADVISOR : PROF. CHUMPHORN PACHUSANOND,
Ph.D., 204 pp.

This thesis aims to study the jurisdiction on intellectual property cases adjudicated
by courts in countries which are related to factors and the issue of recognition in the
foreign judgments of intellectual property disputes as postulated in the Draft Convention
on Jurisdiction and Recognition of Judgments in Intellectual Property Matters.

The study shows that the disputes regarding to the infringement of IPR have
always connected to the fereign benefits and raised many controversial legal issues
rather than the ordinary civil er commercial disputes, in particular the infringement
through internet transmissions. The provisions of the draft convention have been
specifically drafted for such disputes by designating the forum to have substantial
connection with the disputes. The draft convention also facilitates the adjudication of
multinational disputes by conselidation of all related actions to a single forum. The
consolidation is one way to avoid the risk of inconsistence judgment. Regarding to the
choice of forum clause in the agreement pertaining to IPR which always be
nonnegotiated contracts, the draft convention created the provisions for determining
when such clauses will be valid. In case of non choice of forum clause prescribed in the
agreement, the action may be brought in any country whose rights are covered by the
agreement. Concerning the recognition of judgments under the draft convention, the
non-compensatory damages shall be, at least, recognized to the extent that similar to
damages, should have been award in-the recognizing state and public policy of the
recognizing state taken into account. The procedures for recognition and enforcement
on IP disputes have left to the domestic law of each contracting state.

Thailand is the IPR protecting country, however; there was no provision of Thai
law to govern on the grounds of jurisdiction related to foreign connecting factors and the
recognition of the foreign judgments in intellectual property matters. Joining the draft
convention will be benefiting the protection of IPR in Thailand. In order to join the draft
convention many Thai's statues need to be revised.

Field of study...... Laws....... Student’s signature RO Y

Academic year...... 2006...... Advisor’s signature . C}_ 4.,./
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AYAYYINTILLATU (A.A. 1971) 48 1 D9 98 21 %qwmmmﬁﬂﬁ;qmmu (A.A. 1971) AN
ANNNANAY TRIPs 11 unedd The Berne Convention for the Protection of Literary and

Artistic Work 1886, revised at Paris 1971 Iaada 3 2930yudyy1ngaiuasy (A.A. 1971)
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A2ANE 11 Aty1A (national)  Duneganduiily

o . . dld ?.’/ *k o
1/3v41 (habitual  residence) BarUszmAnNnIs TN UATILIn  UsewmAnaaany

*
TRIPs Agreement - Section 1 : Copyright and Related Right - Article 9 : Relation to the
Berne Convention “1. Member shall comply with Article 1 through 21 of the Berne Convention

(1971) ...”

skk
Article 3

“(1) The protection of this Convention shall apply to:

(a) authors who are nationals of one of the countries of the Union, for their works,
whether published or not;

(b) authors who are not nationals of one of the countries of the Union, for their works
first published in one of those countries, or simultaneously in a country outside the Union and in a
country of the Union.

(2)-Authors who are not nationals of one of the countries of the Union but who have their
habitual residence in one of them shall, for the purpose of this Convention, be assimilated to
nationals of that country.

(3) The expression "published works" means works published with the consent of their
authors, whatever may be the means of manufacture of the copies, provided that the availability of
such copies has been such as to satisfy the reasonable requirements of the public, having regard to
the nature of the work. The performance of a dramatic, dramatico-musical, cinematographic or
musical work, the public recitation of a literary work, the communication by wire or the broadcasting
of literary or artistic works, the exhibition of a work of art and the construction of a work of

architecture shall not constitute publication.
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(4) A work shall be considered as having been published simultaneously in several

countries if it has been published in two or more countries within thirty days of its first publication.”
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* World Intellectual Property Organization, What is Intellectual Property? [Online]. Available

from: http://www.wipo.int/freepublications/en/intproperty/450/wipo_pub_450.pdf [2007, January 5] p.21.

» ﬁqﬁnamam‘é, [Online]. Available from: http://61.19.225.226/ipthai/copyright/question.asp?

id=11 [29 AN 2549]
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TRIPs Agreement Article 16 (1) “The owner of a registered trademark shall have the

exclusive right to prevent all third parties not having the owner’s consent from using in the course of
trade identical or similar signs for goods or services which are identical or similar to those in respect
of which the trademark is registered where such use would result in a likelihood of confusion. In case
of the use of an identical sign for identical goods or services, a likelihood of confusion shall be
presumed. The rights described above shall not prejudice any existing prior rights, nor shall they

affect the possibility of Members making rights available on the basis of use.”
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Paris Convention for the Protection of Industrial Property Article 6 bis “(1) The countries of

the Union undertake, ex officio if their legislation so permits, or at the request of an interested party,
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reproduction, an imitation, or a translation, liable to create confusion, of a mark considered by the
competent authority of the country of registration or use to be well known in that country as being

already the mark of a person entitled to the benefits of this Convention and used for identical or
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reproduction of any such well-known mark or an imitation liable to create confusion therewith.”
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TunisduduszimAdaundnasAnisnisAilan vea World Trade
Organization-WTO Ty Nniszmasaseianiuiusn gl ANNNANWINTNEANANAIT AT
asAnnsnsAnTan (Agreement Establishing the World Trade Organization) &agl” Hanany
rﬂﬂmdﬁé’qaﬁm%sluw%wﬁumqﬁtytyﬂﬁLﬁmﬁumﬁ‘ﬁh 78 Agreement on Trade Related
Aspects of Intellectual Property Rights @ereliliFandn aauanas TRIPS) ifluaaumna

Mlsngeglunianuen 1@ 1eeAuANasdnRIaedAnIsnIsAnlan Aaiulszimaanin

i Article 2 - Scope of the WTO

“1. The WTO shall provide the common institutional framework for the conduct of trade
relations among its Members in matters related to the agreements and associated legal instruments
included in the Annexes to this Agreement.

2. The agreements and associated legal instruments included in Annexes 1, 2 and 3
(hereinafter referred to as "Multilateral Trade Agreements") are integral parts of this Agreement,

binding on all Members. ...”
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* Matha Weser, Base of Judicial Jurisdiction in Common Market Countries in The American
Journal of Comparative Law. Vol. 10 (1961) , pp. 328-329. #19nalu ANSas L'fgmﬂ'm, “URBNUNAANR
TnenvitanRunsuaznN Do RTaflsznauiaiuiusnslszing,” i 58.

* Peter Nygh and Fausto Pocar, Preliminary Draft Convention on Jurisdiction and Foreign

Judgments in Civil and Commercial Matters adopted by the Special Commission and Report by

Peter Nygh and Fausto PoCar, [online] Available from:  http://www.hcch.net/upload/wop/jdgmpd11.pdf

[2005, April 14] p.40.
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i Article 5 (1) “A person domiciled in a Contracting State may, in.another Contracting State,
be sued:

1. in matters relating to a contract, in the courts for the place of performance of the
obligation in question; ...”

ke

Article 5 (1) (b) 294 @gzﬁ"@m&nﬂgw?ﬂmm’LLr’TVLm‘W'mﬁu 1 2002 1ToyajFdn “..for the
purpose of this provision and unless otherwise agreed, the place of performance of the obligation in
question shall be:

- in the case of the sale of goods, the place in a Member State where, under the contract,
the goods were delivered or should have been delivered,

- in the case of the provision of services, the place in a Member State where, under the

contract, the services were provided or should have been provided, ..."
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S
28 U.S.C.A. §2201 “Creation of remedy
(a) In a case of actual controversy within its jurisdiction, except with respect to Federal taxes

other than actions brought under section 7428 of the Internal Revenue Code of 1986, a proceeding

under section 505 or 1146 of title 11, or in any civil action involving an antidumping or countervailing

duty proceeding regarding a class or kind of merchandise of a free trade area country (as defined in
section 516A(f)(10) of the Tariff Act of 1930), as determined by the administering authority, any court
of the United States, upon the filing of an appropriate pleading, may declare the rights and other
legal relations of any interested party seeking such declaration, whether or not further relief is or
could be sought. Any such declaration shall have the force and effect of a final judgment or decree

and shall be reviewable as such.



72

A o a a Qi’/ = L4
Declaratory Judgment 1i7aATWANINEILAANANGLL | by

u

AN Avansating a0

“A binding adjudication that establishes the right and
other legal relations of the parties without providing for or ordering enforcement”

(Black’s Law Dictionary, Eighth Edition)

“A declaratory judgment is a legal action initiated when a
party is uncertain of their legal rights in a particular controversy. For instance, if a public
office withholds records from public records disclosure because it believes they are
exempt from disclosure,1 the office can file a declaratory judgment action to test the
correctness of its decision.” (Betty Montgomery, Auditor of State Ialsflanu 131y onio's

Open Government Resource Manual 200629)

“A declaratory judgment is a judgment of a court in a civil
case which declares the rights, duties, or obligations of each party in a dispute. A
declaratory judgment is binding as to the duties, rights and obligations of the parties.
However, a declaratory judgment does not order any action or result in any award of
damages to any party to the case. Unlike an advisory opinion, a declaratory judgment
requires an actual case or controversy. ” (WikipediaSO)

yanand 1 Wikipedia lenanadeiinnaesnisieans
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(b) For limitations on actions brought with respect to drug patents see section 505 or 512 of

the Federal Food, Drug, and Cosmetic Act.”
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Jiangsu M?m@ Wenping Chen, “The Development of Non-infringement Declaratory Judgments in

China” [Online]. Available from: http://www.asialaw.com/default.asp?Page=20&PUB=68&ISS0=

10847&SI1D=432840 [2006, August 2]

29 [Online]. Available from: http://www.auditor.state.oh.us/localgovernment/yellowbook/Open

GovernmentResourceManual.pdf [2006, April 19]

% [Online]. Available from: http:/en.wikipedia.org/wiki/Declaratory judgment [2008, August 1]




73

“A declaratory judgment is typically requested when a
party is threatened with lawsuit and the threatened lawsuit is not yet filed; or when it is
thought by one of two (or more) parties that their rights under law and/or contract might
conflict; or as part of a counterclaim to prevent further, similar lawsuits from the same
plaintiff (for example, when only a contract claim is filed, but a copyright claim might
also be applicable). It may also be sought in administrative law instead of prerogative

writs such as certiorari or prohibitions.”

azinlsidn Declaratory  Judgment WIBANRANINTLAA
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o

Infringement)  uazn1suanIANldanysniunsd@ns (Declaration  of Invalidity) A9&

suaziaamsallil

* i S @ o o & !
WuAR Jackson v. Axton MlanddailuinaumsnesreliA1al A AnNINELansI1 Al

Fulssiusinasdaniugusianasdauiludniae ( Jackson v. Axton, 25 F.3d 884, 886 (9th Cir. 1994) ) 138
AR I.AE., Inc. v. Shaver Nuddmgiumunneainsflasannifinidusanaszeliradarfinineuansdn

mildazifinaeansaesanniin (Jackson v. Axton, 25 F.3d 884, 886 (9th Cir. 1994) )

dx X - ° A a a & o o
AR Sem-Torg, Inc. v. K Mart Corp.afilanifasaniaeidunfaziinawdna aaelsinng

Ufjasuarflasuderalimadmfinineuansdranaeiliaziinf@nalaniuazuaniinfadnsres

Tanrflaianysal (Sem-Torq, Inc. v. K-Mart Corp., 936 F.2d 851, 853 (6th Cir. 1991) )
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N. NISUAAIINNEANIINNSAZLAA (Declaration  of

Non-Infringement)
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“An action can be admitted where it was attempted,

including where it was of declaratory nature, in order to prevent the violation of a right that had been

S
seriously threatened.”
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' Court of Appeal of the Hague of January 22, 1998 in case Evans Medical Ltd. v Chiron
BIE (1998.83, IER 1998.135.)

: The Belgian Code of Civil Procedure Article 18 “L’action peut étre admise lorsqu’elle a été
intentée, méme a titre déclaratoire, en vue de prévenir la violation d'un droit gravement menaceée.”,
Cited in Judicial Cooperation in Matters of Intellectual Property and Information Technology,

Jurisdiction for a negative declaration in IP matters, [Online]. Available from: http:/mww.ulb.ac.be

[droit/ipit/docs/negativedeclaration.pdf [2007, January 15]
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Wez i Aansne A.F. 1977 109szine

gannw 1w 717

“Declaration or declarator as to non-infringement

(1) Without prejudice to the Court 's jurisdiction to
make a declaration or declarator apart from this section, a declaration or declarator that
an act does not, or a proposed act would not, constitute an infringement of a patent may
be made by the Court or the Comptroller in proceedings between the person doing or
proposing to do the act and the proprietor of the patent, notwithstanding that no
assertion to the contrary has been made by the proprietor, if it is shown -

(a) that that person has applied in writing to the
proprietor for a written acknowledgment to the effect of the declaration or declarator
claimed, and has furnished him with full particulars in writing of the act in question; and

(b) that the proprietor has refused or failed to give
any such acknowledgment.

(2) Subject.to section-72 (5) below, a declaration
made by the Comptroller under this section shall have the same effect as a declaration

or declarator by the Court .”
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% [Online]. available from: http:/Amwww.patent.gov.uk/patent/reference/mpp/s60_71.pdf [2007,

January 15]
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L. 615-9 1Taynjmdn

o

“Any person who can justify industrial exploitation
on the territory of a Member State of the European Union, or effective and serious
preparations to that end, may request the proprietor of a Patent to express his view as to
the infringement of this Patent by such exploitation of which the description has been
furnished to him.

2. If this person disagrees, with the answer he has
receive, or if the Patent holder has failed to answer within three months of the request,
the person may serve summons on the Patent holder in order to have the Court decide
whether or not the Patent is a bar to the exploitation concerned; such action does not
prejudice an action for nullity of the Patent or a subsequent action for infringement, in
the case of said exploitation not being carried out under the conditions specified in the

description mentioned in the preceding paragraph”
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[2006,September 15]

: TRIPs Agreement Article 45 Damaged

“1. The judicial authorities shall have the authority to order the infringer to pay the right
holder damages adequate to compensate for the injury the right holder has suffered because of an
infringement of that person’s intellectual property right by an infringer who knowingly, or with
reasonable grounds to know, engage in infringing activity.

2. The judicial authorities shall also have the authority to order the infringer to pay the right

holder expenses, which may include appropriate attorney's fees. In appropriate cases, Members
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may authorize the judicial authorities to order recovery of profits and/or payment of pre-established
damages even where the infringer did not knowingly, or with reasonable grounds to know, engage in
infringing activity.”
o Copyright, Design and Patent Act 1988 Article 97
“ (2) The court may in an action for infringement of copyright having regard to all the
circumstances, and in particular to---
(a) the flagrancy of the infringement, and
(b) any benefit accruing to the defendant by reason of the infringement, award
such additional damages as the justice of the case may require.”
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Superior Court)J.E. 97-539, [1997] R.J.Q. 1011, [1997] R.D.F. 374. * LA “habitual

resident” MNNEIANDN annunTsyAnaaAtatilszandunaziiluilszan (in LLA. v. JPA,

&%k

10 in 2004, in a divorce proceeding, the Superior Court)
WaNa198Ian Preliminary Draft Convention on
Jurisdiction and Foreign Judgments in Civil and Commercial Matters, Hague

Conference on Private International Law (adopted by the Special Commission on

October 1999) @asalilidizandn Draft Hague Convention l@A1uualild “habitual

a o | o REE
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WNUNARIWIE Wezme a0 gRAWAGIEARwEInanuaget lungusiaTaLnay’

: “habitual residence is the place where he or she regularly, normally, customarily lives . . .
“Habitual residence” requires more durable ties than mere residence . . . Habitual residence is
therefore not just where a person is passing through.” Cited in Gérald Goldstein, “The Concepts of
Habitual Residence and Ordinary Residence in Light of Quebec Civil Law, the 1985 Divorce Act and

the Hague Conventions of 1980 and 1996 Family,” in Children and Youth Section Research Report

(September 2006): 6. [Online]. Available from: http://www.justice.gc.ca/en/ps/pad/reports/goldstein/

goldstein.pdf [2006, October 28]

kk
Habitual residence is the place where a person lives on a daily and habitual basis.

skskok
“Article 3 Defendant’s forum
1. Subject to the provision of the convention, a defendant may be sued in the court of the
state where the defendant is habitually residence”

" Peter Nygh and Fausto Pocar, Preliminary Draft Convention on Jurisdiction and Foreign

Judgments in Civil and Commercial Matters adopted by the Special Commission and Report by

Peter Nygh and Fausto PoCar, [online] Available from:  http://www.hcch.net/upload/wop/[dgmpd

11.pdf [2005, April 14] p.40
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NOUANEATY TR, Wurie 3 8 (NPNWMWNMIUAT: WALSININTT, 2518) w1 19.

i Article 2 “Subject to .the provisions of this Convention, persons domiciled in a
Contracting State shall, whatever their nationality, be sued in the courts of that State.
Persons who are not nationals of the State in which they are domiciled shall be
governed by the rules of jurisdiction applicable to nationals of that State.”

’ Baetge D., Der gewohnliche Aufenthalt im internationalen Privatrecht, 1994, pp. 44-85. #19

il Peter Nygh and Fausto Pocar, “ Preliminary Draft Convention on Jurisdiction and Foreign
Judgments in Civil and Commercial Matters adopted by the Special Commission and Report by

Peter Nygh and Fausto PoCar” [Online]. Available from: http://www.hcch.net/upload/wop/jdgmpd

11.pdf [2005, April 14] p. 40
" Clive E., “The Concept of Habitual Residence,” in The Juridical Review, (1997): 137-147.

" Peter Nygh and Fausto Pocar, Preliminary Draft Convention on Jurisdiction and Foreign

Judgments in Civil and Commercial Matters adopted by the Special Commission and Report by Peter

Nygh and Fausto PoCar p. 40
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P.M. North and J.J. Fawsett. Cheshire and North's Private International Law. 12" Ed. (London:

Butterworth, 1992), pp. 169-171.

" [Online]. Available from: http:/Awww.networksolutions.com [2006, April 14]
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“Article 3 Defendant’s Forum ...
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Judgments in Civil and Commercial Matters adopted by the Special Commission and Report by Peter

Nygh and Fausto PoCar, p. 41.
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have jurisdiction only in respect of the injury arising out of unauthorized use occurring in
that State.”
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provider’s transmitting, routing, or providing connections for material through a system
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d. No copy of the material made by the service
provider in the course of such intermediate or transient storage is maintained on the
system or network in a manner ordinarily accessible to anyone other than anticipated
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ordinarily accessible to such anticipated recipients fora longer period than is
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“1. If the parties have agreed that a court or courts of a
Contracting State shall have jurisdiction to settle any dispute which has arisen or may
arise in connection with a particular legal relationship, that court or those courts shall
have jurisdiction, and its jurisdiction shall be exclusive unless the parties have agreed
otherwise. Where an agreement having exclusive effect designates a court or courts of a
non-Contracting State, the courts in Contracting States shall decline jurisdiction or
suspend proceedings unless

the court or courts chosen have themselves declined
jurisdiction.

2. An agreement within the meaning of paragraph 1
shall be valid as to form, if it was entered into or confirmed -

a. in writing;

b. by any other means of communication which renders
information accessible so as to be usable for subsequent reference;

c. in accordance with practices established between
the parties;

d. in-accordance with a usage of which the parties were
or ought to have been aware and which is regularly observed by parties to contracts of

the same nature in the particular trade or commerce concerned.”
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2 Peter Nygh and Fausto Pocar, Preliminary Draft Convention on Jurisdiction and Foreign

Judgments in Civil and Commercial Matters adopted by the Special Commission and Report by

Peter Nygh and Fausto PoCar, p.44
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“3. In nonnegotiated contracts, an agreement within the
meaning of paragraph 1 shall be valid if the designated Contracting State or forum is
reasonable in light of —

a. the location of the non-contract-drafting party,

b. the availability of online dispute resolution or other
forms of virtual representation,

c. the resources of the parties; in particular, of the non-
contractdrafting party,

d. the sophistication of the parties; in particular, of the
non-contractdrafting party,

e. the substantiality of the connection between the
designated forum, and the parties or the substance of the dispute, including whether the
designated forum would-have had jurisdiction over the non-drafting party in the absence
of a forum-selection clause

f. for registered rights, whether the designated forum

was established by the State to foster expertise in adjudicating disputes of this type.

g whether theterms of the agreement were sufficiently
apparent with respect to accessibility, typographic readability, and national language so

as not to cause surprise.”
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“Agreements Pertaining to Intellectual Property Rights
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1. An action to enforce an agreement pertaining to
intellectual property may be brought in any country whose rights are covered by the
agreement.

2. In nonnegotiated contracts, the court should also

consider the factors listed in Article 4.3.”
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“1. Actions for a declaration of rights may be brought on the
same terms as an action seeking substantive relief.

2. However, in proceedings which have as their object the
obtaining of a declaration of the invalidity or nullity of a registration of patents, the courts

of the Contracting State in which the deposit or registration has been applied for, has
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taken place, or, under the terms of an international convention, is deemed to have taken
place, have exclusive jurisdiction. The issue of invalidity of a patent granted under the
laws of another country may be adjudicated in an infringement action brought pursuant

to the rules of this Convention.”
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“1. A court that has jurisdiction to determine a claim under the
provisions of the Convention also has jurisdiction to determine all claims between the
parties arising out of the transaction or series of transactions or occurrence on which the
original claim is based, irrespective of the territorial source of the rights at issue, and

irrespective of which party asserts them. ...”
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“5.1f in the action before the court first seized, the plaintiff seeks
a determination that it has no obligation to the defendant, and if an action seeking
substantive relief is brought in the court second seized

a. the provisions of paragraphs 1-4 above* shall not apply to the

court second seized, unless the declaratory judgment plaintiff has advanced its claim as
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“1. Subject to Article 13 and provided that the court second seized does not have exclusive

jurisdiction under Article 4, when the same parties are engaged in proceedings in courts of different

Contracting States, the court second seized shall suspend the proceedings if the court first seized
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part of an action initiated before the court first seized by the declaratory judgment
defendant, and

b. the court first seized shall suspend the proceedings at the
request of a party if the court second seized is expected to render a decision capable of

being recognized under the Convention.”
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has jurisdiction and is expected to render a judgment capable of being recognized under the
Convention in the State of the court second seized, irrespective of the relief sought, when:

a.the claims arise from a single territory’s intellectual property rights, or

b. the claims arise out of the same transaction or series of transactions or occurrence.

2. Paragraph 1-does not apply if the court second seized has ‘exclusive jurisdiction under
Article 4.

3. The court second seized shall decline jurisdiction as soon as it is presented with a
judgment rendered by the court first seized that complies with the requirements for recognition or
enforcement under the Convention.

4. Upon application of a party, the court second seized may proceed with the case if the
plaintiff in the court first seized has failed to take the necessary steps to bring the proceedings to a
decision on the merits or if that court has not rendered such a decision within a reasonable time.”
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“For the purposes of this Chapter, “judgment” means -

a. any. decision _given by a court, whatever it may be called, including a
decree or order, as well as the determination of costs or expenses by an officer of the
court, provided that it relates toa decision ‘which may. be recognised or enforced under
the Convention;

b. decisions ordering provisional or protective measures in accordance

with Article 19, paragraph 1.”
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“1. A plaintiff bringing an action against a defendant in a court
of the State in which that defendant is habitually resident may also proceed in that court
against other defendants not habitually resident in that State if —

a. the claims against the defendant habitually resident in
that State and the other defendants are so closely connected that they should be
adjudicated together to avoid a risk of inconsistent judgments, and

b. as to each defendant not habitually resident in that
State, there is a substantial connection between that State’s intellectual property rights
and the dispute involving that defendant, or

c. as between the States in which the other defendants
are habitually resident, and the forum, the forum is the most closely related to the entire
dispute, and there is no other forum in which the entire dispute could be adjudicated.

2. Paragraph 1 shall not apply to a codefendant invoking an

exclusive choice of court clause agreed with the plaintiff and conforming with Article 4.”
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“1. Subject to Article 13 and provided that the court
second seized does not have exclusive jurisdiction under Article 4, when the same
parties are engaged in proceedings in courts of different Contracting States, the court
second seized shall suspend the proceedings if the court first seized has jurisdiction
and is expected to render a judgment capable of being recognized under the
Convention in the State of the court second seized, irrespective of the relief sought,
when:

a. the claims arise from_a single territory’s intellectual
property rights, or

b. the claims arise out of the same transaction or series of
transactions or occurrence.

2. Paragraph 1 does not apply if the court second seized
has exclusive jurisdiction under Article 4.

3. The court second seized shall decline jurisdiction as
soon as it is presented with a judgment rendered by the court first seized that complies

with the requirements for recognition or enforcement under the Convention.”
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“7. For the purpose of this Article, a court shall be
deemed to be seized

a.at the time when the document instituting the
proceedings or an equivalent document is lodged with the court, provided that the
plaintiff has not subsequently failed to take the steps he was required to take to have
service effected on the defendant, or

b. if the document has to be served before being lodged
with the court, at the time when it is received by the authority responsible for service,
provided that the plaintiff has not subsequently failed to take the steps he was required

to take to have the document lodged with the court.”
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Lﬁﬂwﬁﬂﬁéﬁufiﬁmumm\mms} (Peter Nygh and Fausto Pocar, Preliminary Draft Convention on

Jurisdiction and Foreign Judgments in Civil and Commercial Matters adopted by the Special

Commission and Report by Peter Nygh and Fausto PoCar, [online] Available from:

http://www.hcch.net/upload/wop/jdgmpd11.pdf [2005, April 14] p.91
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“A judgment shall not be recognized: ...

3. if the judgment is irreconcilable with a judgment given
in a dispute between the same parties in the State in which recognition is sought; .” LLa¥

“6. if the judgment is irreconcilable with an earlier
judgment given in a non-contracting State involving the same cause of action and
between the same parties, provided that this latter judgment fulfils the conditions
necessary for its recognition in the state addressed.”
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“A‘judgment shall not be recognized:

3. if it is irreconcilable with a judgment given in a dispute
between the same parties in the Member State in which recognition is sought;

4. if it is irreconcilable with an earlier judgment given in
another Member State or in a third State involving the same cause of action and

between the same parties, provided that the earlier judgmentfulfils the conditions

necessary forits recagnition in the Member State addressed.”
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“1. Upon the motion of a party, or sua sponte, the court
first seized should consider the advantages of worldwide resolution of the dispute
among the parties through consolidation of related pending actions, and through inviting

the parties to assert all intellectual property claims related to the action in a single forum.
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2. For the purposes of this Article, actions are deemed to
be related where, irrespective of the territorial source of the rights and the relief sought,
the claims arise out of the same transaction or series of transactions or occurrence.

3. In deciding whether and how to consolidate the action,
the court should consult with the parties and with other courts in which related actions
are pending, and together they should consider:

a. in general, whether consolidating would promote
efficiency and conserve judicial resources and the resources of the parties, including
whether the difficulty of managing the litigation outweighs the benefits of consolidation;

b. whether or not inconsistent judgments could
result if multiple courts adjudicated the related claims.

4. The issue of consolidation must be raised no later than
at the time of the first defense on the merits.

5. If there is no consolidation of related actions, the

judgment in one action shall not be preclusive of the other.”
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“3. In cases involving consolidation, the court should also
consider

a. whether the court first seized has jurisdiction over
as many parties as another court, including courts in which related claims are pending,
unless the economic center of gravity of the case is in the court first seized;

b. whether the court has, relative to another court,
including courts seized with related causes of action, the subject matter authority to
adjudicate all of the territorial rights put into issue, unless the economic center of gravity
of the case is in the court first seized;

c. in disputes over contract rights, whether the court
has the most significant relationship to the contract. In particular, the court should take
into account::

(1) the residence of the parties;

(2) the country in which the intellectual property
was developed;

(3) the country in which the principal obligation

under the contract is to be performed.”
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“1. Recognition or enforcement of a judgment may be
refused if

a. proceedings between the same parties and having the
same subject matter are pending before a court of the State addressed, if first seized in
accordance with Article 12 or if consolidated in accordance with Article 13;

b. the judgment is inconsistent with the judgment of the
court first seized, or if the actions were consolidated in accordance with Article 13, the

judgment is inconsistent with the judgment of the court of-consolidation;”
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c. In order to be enforceable, a judgment referred to in

paragraph 1 must be enforceable in the State of origin.”
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“e. The preclusive effect of a judgment shall be no greater than

its effect in the State of origin.”
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“1.In so far as a judgment awards non compensatory, including
exemplary or punitive, damages, it shall be recognized at least to the extent that similar
or comparable damages could have been awarded in the State addressed. This rule
does not apply to damages that are intended to compensate the plaintiff but without
requiring proof of actual damages.

a. Where the debtor, after proceedings in which the creditor has
the opportunity to be heard, satisfies the court addressed that in the circumstances,
including those existing in the State of origin, grossly excessive damages have been
awarded, recognition may be limited to a lesser amount.

b. In no event shall the court addressed recognize the judgment
in an amount less than that which could have been awarded in the State addressed in
the same circumstances,-including.those existing.in the State-of origin.

3. In applying paragraphs 1 and 2, the court addressed shall
take into account whether and to what extent the damages awarded by the court of
origin serve to cover costs and expenses relating to the proceedings, not otherwise

covered by statutory provisions relating to the awards of attorneys fees.”
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» Bryan A. Garner ed., Black's Law Dictionary, 8" ed. (United State of America: Thomson &

West, 2004) p. 418.

¥ [Online] Available from:  http:/en.wikipedia.org/wiki/Compensatory damages#Compensatory

damages [2007, February 10]
* Dorsey D. Ellis, “Fairness and Efficiency in the Law of Punitive Damages,” in Southern

California Law Review 56 (November 1982): 1.
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*® The American Law Institute, Intellectual Property: Principles Governing Jurisdiction.

Choice of Law, and Judgments in Transnational Disputes, p.262.

%k
Article 27 “A judgment shall not be recognized:
1. if such recognition is contrary to public policy in the State in which recognition is sought; ..."

*" The Jenard Report Comment, in Christopher Wadlow, Enforcement of Intellectual Property

in European and International Law, p. 540
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“1. Recognition or enforcement of a judgment may be refused if -
g. recognition or enforcement would be manifestly incompatible

with the public policy of the State addressed; ...”
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DRAFT CONVENTION ON JURISDICTION AND RECOGNITION OF
JUDGMENTSIN INTELLECTUAL PROPERTY MATTERS

PROFESSOR ROCHELLE C. DREYFUSS ~ AND

PROFESSOR JANE C. GINSBURG

INTRODUCTION

The proposed Hague Convention on Jurisdiction and Foreign
Judgments in Civil and Commercia Matters is currently drafted to cover
most fields of private litigation, including intellectual property!l. However,
as those following the Hague process are aware, the Convention has run
into considerable difficulties. There is currently reason to be concerned that
it may not be promulgated at all, or that if it is promulgated, that it will be
reduced in scope and cover only select areas of litigation, likely not to
include intellectual property. This proposal is meant to spur the intellectual
property bar to consider whether it would be desirable to create a regime
for international enforcement of intellectual property law judgments in the
event that dforts at the Hague do not come to fruition in a manner that
covers disputes in this area A second question is whether, even if
proceedings at the Hague do go forward, an instrument aimed exclusively
at intellectua property matters would have advantages over a convention of
more general scope.  Such a convention could be adopted under the
auspices of the World Intellectual Property Organization (“WIPO”) or
through the World Trade Organization (“WTQO").

There are severa reasons to believe that an instrument drafted

"Thanks to Graeme Austin, Joachim Bonell, Ruth Day, Frangois Dessemontet, Graeme Dinwoodlie,
Jonathan Franklin, Catherine Kessedjian, Andreas Lowenfeld, and Linda Silberman, and to the
commentators at the Chicago-Kent College of Law Symposium on “ Constructing Intdlectual Property
Law: The Role of Nationa Courts,” Oct. 18-19, 2001. This work was supported by the Filomen
D’ Agostino and Max.E. Greenberg Research Fund of New Y ork University School of Law, and by a
summer research grant from Columbia Law School.

The American Law Institute has begun aproject to base Principles of Jurisdiction; Conflict of Lawsand
Recognition of Judgmentsin Transnationd Intellectual Property Matters on the Draft Convention> The
Reporters for the Principles are Professors Dreyfuss and ‘Ginsburg, and Professor Frangois
Dessemontet, of the University of Lausanne, Switzerland.

" Pauline Newman Professor of Law, New Y ork University School of Law.

™" Morton L. Janklow Professor of Literary and Artistic Property Law, Columbia University School of
Law.

1. Hague Conference on Private International Law, Preliminary Draft Convention on Jurisdiction
and Foreign Judgments  in Civil and Commercia Matters, drafts  at
http://www.hcch.net/e/conventions/draft36e.html (Oct. 30, 1999) [hereinafter 1999 Draft Hague
Convention] .
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specifically for intellectual property disputes would be particularly
advantageous. First, asit stands, the proposed Hague Convention is mainly
aimed at facilitating the enforcement of judgments; it includes features that
would also make the adjudication of multinational disputes more efficient,
but that is not its primary goa. Yet, for intellectual property disputes,
efficiency should be a principal target. Modern distribution methods,
particularly satellite and Internet transmissions, make it increasing likely
that intellectua property rights will be exploited simultaneoudly in more
than one territory. The ability to consolidate claims arising from these
usages in one court, with the expectation that the judgment of that court
will be recognized in all convention States, could reduce costs for al sides,
conserve judicia resources on an international basis, and promote
consistent outcomes.

Second, a convention drafted for intellectual property disputes can
take account of issues uniquely raised by the intangibility of the rights in
issue. For example, where a general convention’s jurisdiction provisions
speak generdly of “acts” “omissons” and their foreseeability, an
instrument on intellectua property disputes can be geared specifically to
the events that comprise infringement. Where a genera convention may be
concerned with curtailing forum shopping by potential plaintiffs, an
intellectual property agreement can also consider the ability of a potential
defendant to gain litigation advantages through the choice of the location of
the activities that give rise to infringement. In certain Situations, the
propriety of expanding jurisdiction depends on the possibility of
inconsistent outcomes; a convention tailored to intellectual property can
specify what that term meansin the context of public goods.

An insrument for intellectual property litigation can also deal
specifically with matters of unique concern to the creative community. The
strong link between culture on the one hand, and intellectual production
and utilization on the other, means that the territoriality of these rightsis of
crucial importance: individua nations must be able to retain some control
over the local conditions under which these products are created, exploited,
and accessed. At the same time, an approach that creates new avenues for
cross-culturad enrichment needs to be considered. While it-would be
difficult 'to develop -choice of ‘law: rules in the context of a genera
convention, it is possible to consider them here, where inherent territorial
limits ‘are well established in domestic legidation, case law, and
longstanding international instruments. Similarly, the circumstances where
trans-border injunctions are permissible can be specified to include
consideration of cultural, health, and safety issues. Other issues of prime
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interest to the information industries can also be considered. For example;
provisions on contract disputes can be tailored to deal with mass-market
contracts, which are becoming prevaent in certain intellectua property
transactions; provisions on infringement can be made sensitive to the
interests of the “new media,” such as Internet Service Providers.

Most important, the convention can be confined to rights covered by
the intellectua property part of the General Agreement on Tariffs and
Trade (‘TRIPs Agreement”) and open to signature only to countries that
have joined the WTO and fully implemented the TRIPs Agreement2 Since
these are countries that have agreed to enforce intellectual property law and
are subject to dispute resolution proceedings if they fail to @ so, these
limitations would reduce concerns, sometimes expressed in connection
with the draft Hague Convention, that forum shopping will undermine the
delicate balance that each nation has struck between the rights of
intellectual property sers and owners. And athough dispute resolution
under the WTO cannot provide litigants with a substitute for a centralized
and authoritative appellate body (such as the US Supreme Court or the
European Court of Justice), it can provide assurance of transparent and
efficient judicial process, aong with institutional mechanisms (such as
dispute resolution panels, the Dispute Settlement Board, and the Council
for TRIPs) for examining intellectual property law as it develops through
consolidated adjudication of multinational disputes.

EXECUTIVE SUMMARY

This proposal is adapted from the October 30, 1999 text of the Hague
Conference Draft Convention on Jurisdiction and Foreign Judgments in
Civil and Commercial Matters3 Like the proposed Hague Convention, the
right to enforce a judgment in member States depends on whether the court
issuing the judgment enjoyed an gproved basis of jurisdiction over the
litigants. However, dterations have been made to better talor the
convention to intangible rights and to the needs of the creative community,
including both producers and users of intellectual products. The principal
areas where changes have been made are as follows:

1. Scope. The Convention would be open only to TRIPs implementers

2. Agreement on Trade-Related Aspects of Intellectual Property Rights, April 15, 1994,
Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, LEGAL INSTRUMENTS—
RESULTS OF THEURUGUAY ROUND vol. 31 (1994), 33 1.L.M. 81 (1994) [hereinafter TRIPs Agreement].

3. The 1999 version of the Hague Convention is not the most recent draft. However, it is the
version under consideration at the time this project began and remains the only completed rendition of a
judgments convention. Accordingly, it forms the basis of this project. Where ideas were taken from
later revisions, they are expressly noted.
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and, with three additions and one exception, it would cover the same rights
covered by the TRIPs Agreement.

The first addition is sound recordings. Although the combination of
the Berne Convention* and the TRIPs Agreement cover the rights of
composers and performers with respect to the making d sound recordings
and the rights of producers as to the reproduction of sound recordings,
communication to the public is not covered. At the same time, however,
there appears to be international consensus that communication of the
sound recordings (performance rights) should be protected against at least
some kinds of unauthorized communication to the public (WIPO
Performances and Phonograms Treaty)> Because these instruments adopt
principles akin to those found in the TRIPS Agreement, and because
enforcing rights under these instruments raises problems similar to those
arising in litigation involving TRIPs Agreement rights, communication
rights are included in this Convention.

The second and third additions are disputes over domain names and
rights specified in the Paris Convention.® These are not yet clearly fully
protected by TRIPs. Again, because the principles of protection and the
problems of enforcement are so similar to the rights clearly covered by the
TRIPs Agreement, they are included in the scope of this Convention.

The exception is patent litigation, where the expertise required for
accurate decision making, coupled with the low incidence of smultaneous
multinational infringements, makes the benefits of the Convention unlikely
to outweigh the costs. Although this draft demonstrates [in brackets] how
patent litigation could be treated to minimize costs, it takes the position,
elaborated upon in the commentary, that patent disputes should remain
outside the Convention, leaving international concepts concerning
consolidation of worldwide disputes and enforcement of foreign judgments
to develop on their own.

2. Juridiction. Unlike the Brussels Convention,” which attempts to

4. Berne Convention for the Protection of Literary and Artistic Works, Sept. 9, 1886, as last
revised at Paris, dily 24, 1971 (amended 1979), S. Treaty Doc. No. 99-27, 828 U.N.T.S. 221
[hereinafter Berne Convention].

5. WIPO Performances and Phonograms Treaty, Dec. 20, 1996, S. Treaty Doc. No. 105-17, 36
I.L.M. 76.

6. Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as last levised a
Stockholm, July 14, 1967 (amended 1979), 21 U.S.T. 1583, 828 U.N.T.S. 305 [hereinafter Paris
Convention] .

7. 1968 Brussels Convention on Jurisdiction and the Enforcement of Judgments in Civil and
Commercial Matters, Sept. 27, 1968, 1972 O.J. (L 299) 32, reprinted in 8 1.L.M. 229 (1969) (text as
amended by the Convention on the Accession of the Kingdom of Denmark, Ireland and the United
Kingdom of Great Britian and Northern Irelandto the Convention on Jurisdiction and the Enforcement
of Judgmentsin Civil and Commercia Mattersand to the Protocol on Its Interpretation by the Court of
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use personal jurisdiction as away to identify one forum as the single most
appropriate location for the resolution of a particular dispute, and unlike the
Hague Convention, which uses persona jurisdiction to create a narrow
range of appropriate choices, this Convention identifies a set of fora with
adjudicatory authority over the parties. In part, thisis a consequence of the
commitment to consolidation and cooperation. The parties’ choices need
not be narrowed if all courts seized with parallél litigation will, ultimately,
consult with one another and with the parties to find the best place to
adjudicate the etire dispute. Conversely, the courts and parties can select
a better forum (in terms of convenience for the parties and witnesses,
expertise of the decision maker, and relationship to the dispute) if there are
severa courts that enjoy adjudicatory authority. In part, this decison aso
emanates from the view that forum shopping in intellectua property
disputes cannot, in any event, be controlled through personal jurisdiction
rules. intangible rights and infringements can be reified in too many
locations to make personal jurisdiction an effective limit on potentia fora.

Like the proposed Hague Convention, thisis a“mixed” convention. It
describes bases of jurisdiction that are predicates to enforcement in dl
member States and it describes bases of jurisdiction that are prohibited in
cases involving foreign habitual residents of member States. It leaves
member States free to decide for themselves the conditions under which
judgments predicated on other bases of jurisdiction are enforceable.

3. Contract disputes. Because arbitration is now a common way to
resolve intellectual property disputes, this proposal makes membership in
the United Nations Convention on the Recognition and Enforcement of
Foreign Arbitral Awards (“New Y ork Convention’) a precondition.8

Mass-market contracts (sometimes caled “shrinkwrap” or “click
through” agreements) are aso becoming increasingly common in
intellectual property transactions. The enforceability of these agreements
has been quite controversial and the Convention takes the position that the
inability to negotiate does raise specia concerns. Accordingly, the
enforceability -of -any- contract provision affecting the place of dispute
resolution is subject to a requirement of negotiation or, in nonnegotiated

Justice, reprinted at 181.L:M. 21 (1979))[hereinafter Brussels Convention]; see also- Convention on
Jurisdiction and the Enforcement of Judgmentsin Civil and Commercial Matters, Sept. 16, 1988, 1988
0.J. (L 319) 9, reprinted in 28 1.L.M. 620 (1989) [hereinafter Lugano Convention]. The Brussels
Convention is currently being revised See Council Regulation (EC) No 44/2001 of 22 December 2000
on Jurisdiction and the Recognition and Enforcement of Judgmentsin Civil and Commercial Matters,
art. 28,2001 O.J. (L 012) 1, 9 [hereinafter Revised Brussels]. Unless otherwise noted, references are to
the current version of the Brussels and Lugano Conventions.

8. Convention on the Recognition and Enforcement of Foreign Arbitral Awards, June 10, 1958,
21 U.ST. 2517,330 U.N.T.S. 38 [hereinafter New Y ork Convention].
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contracts, reasonableness in the choice of forum. Factors taken into
account in assessing the reasonableness of the chosen forum include
whether, in the absence of a forum-selection clause, the chosen forum
would have had jurisdiction over the nondrafting party.

4. Infringement actions.  This instrument adapts jurisdictiona
doctrines regarding tort actions to tailor them to the context of intellectual
property infringement and to the issues raised by the digtribution of works
inadigital environment. In addition, this proposal deds with “new media’
defendants, such as Internet Service Providers. US law does not require
specia procedural protection for media defendants because substantive law
has many explicit safeguards on the use of litigation to chill expression. In
the absence of such safeguards in the domestic laws of every member State,
it was thought necessary to create procedura protections in the form of
immunity from suit in locations where contacts are purely passive.

5. Consolidation. A central insight animating this proposal is that
efficient adjudication of intellectua property disputes is a benefit—to the
parties, to the nations whose judicial resources would otherwise be
redundantly utilized, and to the development of sound intellectual property
law. Both US and European laws have mechanisms to promote
consolidation, and the techniques of both systems are invoked here.

a) The multiple-defendant and third-party provisions of the 1999 draft
of the Hague Convention are utilized to expand the number of courts with
adjudicatory power over all the defendants. These provisons have,
however, been atered to make them compatible with the US conception of
due process.

b) The lis pendens provision of the 1999 draft of the Hague
Convention has been utilized to consolidate before a court first seized with
a coercive action, al transactionaly related claims arising from a single
territory’ s intellectual property rights.

c) For cases where parale litigation is ongoing in severa territories,
the consolidation provision of the Brussels Convention has been adapted to
encourage all of the courts seized with parts of a multinational dispute to
cooperate with one another and with the parties to choose a forum for
centralized dispute resolution.

d). Consolidation is further promoted by giving each court unilateral
power under a USstyle forum non conveniens daoctrine to suspend
proceedings in favor of a more appropriate forum. At the same time, this
doctrine is limited to prevent courts from dismissing causes of action
simply because they are based on foreign law.

€) The proposal alows parties to promote complete resolution of their
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disputes by permitting them to assert supplemental claims, such as
transactionally related counterclaims, including counterclams for
declarations of rights. The proposal could go further and use US style res
judicata law to require the parties to assert transactionally related clams
(under pendty of claim and issue preclusion), but does not do so out of
deference to the less aggressive nature of resjudicata law in other parts of
the world.

6. Remedies. This proposal makes clear that the monetary and
injunctive awards rendered by courts with proper authority over the parties
must be recognized by all member States. But there are exceptions.
Compensatory relief must always be recognized, even if based on statutory
amounts rather than proof of actual damages. However, exemplary and
punitive awards are recognized only to the extent recognized by the
enforcing jurisdiction. Both permanent and preliminary injunctions must
generally be recognized. Moreover, courts may decline to enforce
injunctions where its territory’s health, safety, or fundamental cultural
policies are at stake, but normally only if damages would afford effective
relief in that territory. Courts other than the one where the action is
pending are also able to order enforceable preliminary injunctive relief, but
such relief must be limited to the territory of the court and to its territoria
rights.

7. Choice of law. One reason that segments of the intellectual
property bar have been opposed to the draft Hague Convention is that they
fear that the territorial nature of intellectual property law will be lost.
Because this notion is mainly based on the risk that a court will apply the
wrong law to a dispute (this is most often expressed as the court will apply
forum law to foreign activities), consideration was given to incorporating
choice of law rulesinto the Convention, and to making enforcement turn on
both an appropriate basis of personal jurisdiction and an application of
appropriate law. The problem with this approach isthat it could lead, in
essence, to relitigation of every case in the enforcing court. Nonetheless,
because the use of inappropriate law is a specia danger in intellectual
property litigation, consideration is being given to adding a new ground for
nonrecognition to those listed in the draft Hague Convention. This
provision: would permit -a-court where recognition is sought to: deny
enforcement when the rendering court’s choice of law was arbitrary or
unreasonable. Indicia of arbitrariness and unreasonableness would be
worked out in commentary.

The text of the proposed Convention is mmediately below. It is
followed by draft comments. The intent of this project is to demonstrate
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that it is feasble to draft an international agreement on enforcing
intellectua property judgments; should such a proposal go forward, its
provisons would be subject to negotiation and revision. Many issues
require further elaboration. The remedies sections await further
consideration of choice of law issues. Specifics about choice of law aso
need to be considered in light of the Rome Convention on Contracts and an
eventual Rome Convention on Torts® Should a Hague Judgments
Convention that excluded intellectual property be adopted, work on the
interaction between the two instruments would be necessary. Work is aso
needed on the relationship between this Convention and the American Law
Ingtitute International Jurisdiction and Judgments Projectl0 and on how
litigation in nonmember States will be treated.

DRAFT CONVENTION

Draft Convention on Jurisdiction and Recognition of Judgmentsin
Intellectual Property Matters

Preliminary matters. coverage

*This is a draft Convention on jurisdiction and recognition of
judgments.

*Countries eligible to join the Convention are WTO members whose
obligations under the TRIPs Agreement have come due. The Convention
might itself be an appendix to TRIPs.

*Because arbitration is likely to become increasingly important in
intellectual property matters, signatories to this Convention must also be
members of the United Nations Convention on the Recognition and
Enforcement of Foreign Arbitral Awards (hereafter the New York
Convention).

*Subject matter covered: registered and nonregistered intellectua
property rights, including: [patent,] copyright. and neighboring rights,
trademark, and other intellectual property rights covered by TRIPs and its
successor agreements, as well as rights-of .communication to the public
right in sound recordings [and unfair competition claimg).

9. Seegenerally Kurt Siehr, Revolution and Evolution in Conflicts Law, 60 LA. L. Rev. 1353
(2000).
10. Draft documents on this project are available through the American Law Institute’ s website, at
http:/Aww.ali.org/.
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Initid Comment on Coverage

This is a proposed Convention on jurisdiction and recognition of
judgments in intellectual property cases.  The digital networked
environment is increasingly making multiterritorial smultaneous
communication of works of authorship, trade symbols, and other
intellectual property, a common phenomenon. The likelihood of
multiterritorial infringements increases accordingly. In this environment,
the practica importance of adjudicating a multiterritorial claim in a single
forum should be readily apparent. Indeed, without consolidation of claims
and recognition of judgments, effective enforcement of intellectua
property rights, and by the same token, effective defenses to those claims,
may beillusory for al but the most wealthy litigants.

The following text is based in pat on the work of the Hague
Conference Draft Convention on Jurisdiction and Foreign Judgments In
Civil and Commercia Maiters, particularly its Oct. 30, 1999 text, and on
the work of the American Law Institute International Jurisdiction and
Judgments Project. Although these proposed instruments include general
provisions regarding adjudication of tort and contract claims, and athough
unauthorized use of intellectual property comes within their scope (as
either the tort of infringement or as breach of a contract), intellectua
property litigation presents special problems. For example, localizing torts
involving intangible rights can be difficult, especialy when the activity
involves digital works transmitted through the Internet; mass-market
licenses may pose problems different from those encountered in consumer
contracts generally. Moreover, some of the rules proposed in these other
instruments, particularly those regarding consolidation of claims, and
multiple defendants, are not always well-tailored to intellectual property
disputes. This Convention deals with these special problems by building
on the work of both the Hague Conference and the ALI.

CHAPTER .- SCOPE OF THE CONVENTION

Articlel Substantive Scope

1. The Convention applies to copyright, neighboring rights, [patents,]
trademarks, other intellectua property rights, ‘and rights against unfair
competition, as covered by the Agreement on Trade Related Aspects of
Intellectual Property, and its successor Agreements. In addition, this
Convention applies to rights over communication to the public of Sound
Recordings and to claims involving domain names.

2. A dispute is not excluded from the scope of the Convention by the
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mere fact that a government, a governmental agency or any other person
acting for the State is a party thereto.

3. Nothing in this Convention affects the privileges and immunities of
sovereign States or of entities of sovereign States, or of internationa
organizations.

4. This Convention does not apply to:

a. Cases in which intellectua property clams are an incidental
matter, and

b. Enforcement of arbitral awards that are subject to the New York
Convention.

Article2 Territorial Scope

1. A Stateis digible to become a Coniracting State if it is a member of
the World Trade Organization, and has become obligated to fully
implement the TRIPs Agreement, and is also a member of the New Y ork
Convention.

2. The provisons of Chapter Il shall apply in the courts of a
Contracting State unless @l the parties are habitually resident in that State.
However, even if all the parties are habitualy resident in that State -

a. Article 4 shall apply if they have agreed that a court or courts of
another Contracting State have jurisdiction to determine the dispute;

b. [Article 8, regarding exclusive jurisdiction over declaratory
judgment actions concerning patent validity, shall apply;]

c. Articles 12 and 14 shall apply where the court is required to
determine whether to decline jurisdiction or suspend its proceedings on the
grounds that the dispute ought to be determined in the courts of another
Contracting State.

3. The provisons of Chapter 11l apply to the recognition and
enforcement in a Contracting State of a judgment rendered in another
Contracting State.

CHAPTER Il - JURISDICTION

Article3 Defendant’sForum
1. Subject to the provisions of the Convention, a defendant may be
sued in the courts of the State where that defendant is habitually resident.
2. For the purposes of the Convention, an entity or person other than a
natural person shall be considered to be habitually resident in the State -
a whereit has its statutory sedt,
b. under whose law it was incorporated or formed,
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c. where it has its central administration, or

d. whereit hasits principa place of business.

Article4 Agreements Pertaining to Choice of Court

1. If the parties have agreed that a court or courts of a Contracting
State shal have jurisdiction to settle any dispute which has arisen or may
arise in connection with a particular lega relationship, that court or those
courts shal have jurisdiction, and its jurisdiction shal be exclusive unless
the parties have agreed otherwise. Where an agreement having exclusive
effect designates a court or courts of a non-Contracting State, the courtsin
Contracting States shall decline jurisdiction or suspend proceedings unless
the court or courts chosen have themselves declined jurisdiction.

2. An agreement within the meaning of paragraph 1 shall be valid as
to form, if it was entered into or confirmed -

a. inwriting;

b. by any other means of communication which renders information
accessible so as to be usable for subsequent reference;

c. in accordance with practi ces established between the parties;

d. in accordance with a usage of which the parties were or ought to
have been aware and which is regularly observed by parties to contracts of
the same nature in the particular trade or commerce concerned.

3. In nonnegotiated contracts, an agreement within the meaning of
paragraph 1 shall be vaid if the designated Contracting State or forum is
reasonable in light of -

a. the location of the non-contract-drafting party,

b. the availability of online dispute resolution or other forms of
virtual representation,

c. the resources of the parties; in particular, of the non-contract-
drafting party,

d. the sophistication of the parties; in particular, of the non-contract-
drafting party,

e. the substantiality of the connection between the designated forum,
and the parties or the substance of the dispute, including whether the
designated forum would have had jurisdiction over the non-drafting party
in the absence of aforum-selection clause

f. for registered rights, whether the ‘designated forum was
established by the State to foster expertise in adjudicating disputes of this
type.

0. whether the terms of the agreement were sufficiently apparent
with respect to accessibility, typographic readability, and national language
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S0 as not to calise surprise.
Article5 Appearance by the Defendant

1. [Subject to Article 8,] a court has jurisdiction if the defendant
proceeds on the merits without contesting jurisdiction.

2. The defendant has the right to contest jurisdiction no later than at
the time of the first defense on the merits.

3. If defendant does not appear, the court may enter judgment.
However, if local rules so permit, it must satisfy itself that the plantiff’'s
assertions of the bases of jurisdiction are well-founded.

Article6 Infringement Actions
1. A plaintiff may bring an infringement action in the courts of —

aany State where defendant substantially acted (including
preparatory acts) in furtherance of the alleged infringement, or

b. any State to which the alleged infringement was intentionally
directed, including those States for which defendant took no reasonable
steps to avoid acting in or directing activity to that State, or

c. any State in which the alleged infringement foreseeably occurred
unless the defendant took reasonable steps to avoid acting in or directing
activity to that State.

2. If an action is brought in the courts of a State only on the basis of
the intentional direction of the alleged infringement to that State, then those
courts shal have jurisdiction only in respect of the injury arisng out of
unauthorized use occurring in that State, unless the injured person has his
habitual residence or principa place of business in that State.

3. If an action is brought in the courts of a State only on the basis of
the occurrence of the infringement in that State, then those courts shall
have jurisdiction only in respect of the injury arising out of unauthorized
use occurring in that State.

4. Notwithstanding arts. 6.1(b) and (c), and 6.2, an Internet service
provider shall not be subject to jurisdiction on the basis of claims arising
out of activity occurring outside the forum State, if the activity is solely
related to the provider’s transmitting, routing, or providing connections for
material through a system or network controlled or operated by or for the
sarvice provider, or if the activity solely. concerns the intermediate and
trangent storage of that materia in the course of such transmitting, routing,
or providing connections, if:

a. The transmisson of the material was initiated by or a the
direction of a person other than the access provider;

b. The transmission routing, provision of connections, or storage is
carried out through an automatic technical process without selection of the
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materia by the service provider;

c. The service provider does not select the recipients of the materia
except as an automatic response to the request of another person;

d. No copy of the materiad made by the service provider in the
course of such intermediate or transient storage is maintained on the system
or network in a manner ordinarily accessble to anyone other than
anticipated recipients, and no such copy is maintained on the system or
network in amanner ordinarily accessible to such anticipated recipients for
alonger period than is reasonably necessary for he transmission, routing, or
provision of connections; and

e. The material is transmitted through the system or network without
modification of its content.

Article7 Agreements Pertaining to Intellectual Property Rights

1. An action to enforce an agreement pertaining to intellectual
property may be brought in any country whaose rights are covered by the
agreement.

2. In nonnegotiated contracts, the court should also consider the
factorslisted in Article 4.3,

Article 8 Declaratory Judgments

1. Actions for a declaration of rights may be brought on the same
terms as an action seeking substantive relief.

2. [However, in proceedings which have as their object the dotaining
of a declaration of the invalidity or nullity of a registration of patents, the
courts of the Contracting State in which the deposit or registration has been
applied for, has taken place, or, under the terms of an internationa
convention, is deemed to have taken place, have exclusive jurisdiction.
The issue of invalidity of a patent granted under the laws of another
country may be adjudicated in an infringement action brought pursuant to
the rules of this Convention.]

Article9 Counterclaimsand Supplemental Claims

1. A court that has jurisdiction to determine a clam under the
provisions of the Convention also has jurisdiction to determine al claims
between the parties arising out of the transaction or series of transactions or
occurrence -on_which the originad clam is based, irrespective of the
territorial source of the rights at issue, and irrespective of which party
asserts them.

2. A court may decline to exercise jurisdiction over a supplemental
clam unrelated to intellectual property rights if it substantially
predominates over the claims properly within the scope of the Convention.

Article 10 Multiple Defendants
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1. A plaintiff bringing an action against a defendant in a court of the
State in which that defendant is habitually resident may also proceed in that
court againgt other defendants not habitualy resident in that State if —

a. the claims against the defendant habitually resident in that State
and the other defendants are so closely connected that they should be
adjudicated together to avoid arisk of inconsistent judgments, and

b. as to each defendant not habitually resident in that State, thereisa
substantial connection between that State's intellectual property rights and
the dispute involving that defendant, or

C. as between the States in which the other defendants are habitually
resident, and the forum, the forum is the most closely related to the entire
dispute, and there is no other forum in which the entire dispute could be
adjudicated.

2. Paragraph 1 shall not apply to a codefendant invoking an exclusive
choice of court clause agreed with the plaintiff and conforming with Article
4,

Article11 Third Party Claims

1 A court that has jurisdiction to determine a clam under the
provisions of the Convention shall also have jurisdiction to determine a
claim by a defendant against a third party for indemnity or contribution in
respect of the claim against that defendant to the extent that such an action
is permitted by national law, provided that there is a substantial connection
between that State’s intellectua property rights and the dispute involving
that third party.

2. Paragraph 1 shall not apply to a third party invoking an exclusive
choice of court clause agreed with the defendant and conforming with
Article 4.

Article12 Lis Pendens

1. Subject to Artide 13 and provided that the court second seized does
not have exclusive jurisdiction under Article 4, when the same parties are
engaged in proceedings in courts of different Contracting States, the court
second seized shall suspend the proceedings if the court first seized has
jurisdiction and is expected to render a judgment capable of being
recognized under the Convention in the State of the court second seized,
irrespective of the relief sought, when:

a. the clams arise from a single territory’s intellectual property
rights, or

b. the clams arise out of the same transaction or series of
transactions or occurrence.

2. Paragraph 1 does not apply if the court second seized has exclusive

194



2002] Draft Convention 115

jurisdiction under Article 4.

3. The court second seized shall decline jurisdiction as soon as it is
presented with a judgment rendered by the court first seized that complies
with the requirements for recognition or enforcement under the
Convention.

4. Upon application of a party, the court second seized may proceed
with the case if the plaintiff in the court first seized has failed to take the
necessary steps to bring the proceedings to a decision on the merits or if
that court has not rendered such a decision within a reasonable time.

5. If in the action before the court first seized, the plaintiff seeks a
determination that it has no obligation to the defendant, and if an action
seeking substantive relief is brought in the court second seized

a. the provisions of paragraphs 4 above shall not apply to the
court second seized, unless the declaratory judgment plaintiff has advanced
its claim as part of an action initiated before the court first seized by the
declaratory judgment defendant, and

b. the court first seized shall suspend the proceedings at the request
of a party if the court second seized is expected to render a acision
capable of being recognized under the Convention.

6. The provisions of the preceding paragraphs apply to the court
second seized even in a case where the jurisdiction of that court is based on
the national law of that State in accordance with Article 15.

7. For the purpose of this Article, a court shall be deemed to be seized

a. a the time when the document instituting the proceedings or an
equivalent document is bdged with the court, provided that the plaintiff
has not subsequently failed to take the steps he was required to take to have
sarvice effected on the defendant, or

b. if the document has to be served before being lodged with the
court, at the time when it is received by the authority responsible for
service, provided that the plaintiff has not subsequently failed to take the
steps he was required to take to have the document lodged with the court.

Article13 Consolidation of Territorial Claims

1. Upon the motion of a party, or sua sponte, the court first seized
should consider the advantages of worldwide resolution of the dispute
among the parties through consolidation of related pending actions, and
through inviting the parties to assert al intellectual property clams related
to the action in asingle forum.

2. For the purposes of this Article, actions are deemed to be related
where, irrespective of the territorial source of the rights and the relief
sought, the claims arise out of the same transaction or series of transactions
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or occurrence.

3. In deciding whether and how to consolidate the action, the court
should consult with the parties and with other courts in which related
actions are pending, and together they should consider:

a. in general, whether consolidating would promote efficiency and
conserve judicia resources and the resources of the parties, ncluding
whether the difficulty of managing the litigation outweighs the benefits of
consolidation;

b. whether or not inconsistent judgments could result if multiple
courts adjudicated the related claims.

4. Theissue of consolidation must be raised no later than at the time of
the first defense on the merits.

5. If there is no consolidation of related actions, the judgment in one
action shall not be preclusive of the other.

Article14 Exceptional Circumstancesfor Declining Jurisdiction

1. In exceptional circumstances, when the jurisdiction of the court
seized is not founded on an exclusive choice of court agreement valid
under Article 4, [or on Article 8] the court may, on application by a party,
suspend its proceedings if in that case a court of another State has
jurisdiction and is clearly more appropriate to resolve the dispute. Such
application must be made no later than at the time of the first defense on
the merits.

2. The court shall teke into account, in particular -

a. any inconvenience to the parties in view of their habitua
residence;

b. the nature and location of the evidence, including documents and
witnesses, and the procedures for obtaining such evidence;

c. applicable limitation or prescription periods;

d. the possibility of obtaining recognition and enforcement of any
decision on the merits;

e. whether the Contracting State in which the court seized is located
has the most significant relationship to the parties or the claims,

f. [in patent cases, the expertise of the judicial system of the
Contracting State in which the court seized islocated.]

3. In cases involving consolidation, the court should also consider

a. whether the court first seized has jurisdiction over as many parties
as another court, including courts in which related claims are pending,
unless the economic center of gravity of the caseisin the court first seized;

b. whether the court has, relative to another court, including courts
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seized with related causes of action, the subject matter authority to
adjudicate al of the territoria rights put into issue, unless the economic
center of gravity of the caseisin the court first seized;

c. in disputes over contract rights, whether the court has the most
significant relationship to the contract. In particular, the court should take
into account:

(2) the residence of the parties;

(2) the country in which the intellectual property was developed;

(3) the country in which the principal obligation under the contract
isto be performed.

4. In deciding whether to suspend the proceedings, a court shall not
discriminate on the basis of the nationality or habitua residence of the
parties.

5. A court shall not dismiss or suspend the proceedings on the sole
ground that the case raises guestions of foreign law.

6. If the court decides to suspend its proceedings under paragraph 1, it
may order the defendant to provide security sufficient to satisfy any
decision of the other court on the merits. However, it shall make such an
order if the other court has jurisdiction only under Article 15, unless the
defendant establishes that sufficient assets exist in the State of that other
court or in another State where the court’s decision could be enforced.

7. When the court has suspended its proceedings under paragraph 1,

a. it shal decline to exercise jurisdiction if the court of the other
State exercises jurisdiction, or if the plaintiff does not bring the
proceedings in that State within the time specified by the court, or

b. it shall proceed with the case if the court of the other State
decides not to exercise jurisdiction.

Article15 Jurisdiction Based on National Law

Subject to Articles 4, 5, [8,] and 19, the Convention does not prevent
the application by Contracting States of rules of jurisdiction under national
law, provided that this is not prohibited under Article 16.

Article16 Prohibited Groundsof Jurisdiction

1. Jurisdiction shall not be exercised by the courts of a Contracting
State on the basis solely. of any of the following:

a the presence or the seizure in that State of tangible property
belonging to the defendant, except where the dispute is directly related to
that property;

b. the presence or the seizure in that State of intellectua property
belonging to the defendant, except where the dispute is directly related to
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that intellectua property;

c. the nationality of the plaintiff;

d. the nationality of the defendant;

e. the domicile, habitual or temporary residence, or presence of the
plaintiff in that State;

f. the carrying on of commercial or other activities by the defendant
in that State, except where the dispute is directly related to those activities;

0. the service of awrit upon the defendant in that State;

h. the temporary residence or presence of the defendant in that State;

i. the signing in that State of the contract from which the dispute
arises.

Articlel7 Authority of the Court Seized

Where the defendant does not enter an appearance, the court shal
verify whether Article 16 prohibits it from exercising jurisdiction if -

a. nationa law so reguires; or

b. the plaintiff so requests.

Article18 Verification of Notice

1. The court shall stay the proceedings so long as it is not established
that the document which instituted the proceedings or an equivaent
document, including the essential elements of the claim, was notified to the
defendant in sufficient time and in such away as to enable the defendant to
arrange for a defense, or that al necessary steps have been taken to that
effect, under the law of the State of the court first seized.

2. Paragraph 1 shdl not affect the use of internationa instruments
concerning the service abroad of judicial and extrgudicial documents in
civil or commercial matters, in accordance with the law of the forum.

3. Paragraph 1 shal not apply, in case of urgency, to any provisional
Or protective measures.

Article19 Provisional and Protective M easures

1. The court where the action is properly pending under the rules of
this Convention has jurisdiction to determine the merits of the case has
jurisdiction to order any provisiona or protective measures, ncluding
trans-border injunctions.

2. The courts of a State in which intellectual “or tangible property is
located have jurisdiction to order any provisional ‘or protective measuresin
respect of that property.

3. Courts in other Contracting States not having jurisdiction under
paragraphs 1 or 2 may ader provisional or protective measures, provided
that -
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a. their enforcement is limited to the territory of that State; and
b. their purpose is to protect on an interim basis a claim on the
merits which is pending or to be brought by the requesting party.

CHAPTERIII - RECOGNITION AND ENFORCEMENT

Article 20 Definition of “ Judgment”

For the purposes of this Chapter, “judgment” means -

a. any decision given by a court, whatever it may be called, including
a decree or order, as well as the determination of costs or expenses by an
officer of the court, provided that it relates to a decision which may be
recognised or enforced under the Convention;

b. decisions ordering provisional or protective measures in accordance
with Article 19, paragraph 1.

Article 21 Verification of Jurisdiction

1. Except in cases where the defendant has waived a challenge to
jurisdiction by joining issue on the merits of the case in accordance with
Article 5.2, the court addressed shall verify the jurisdiction of the court of
origin. In cases where objections to jurisdiction are waived through
appearance, the court addressed shall verify that issue was joined without
contesting jurisdiction.

2. In verifying the jurisdiction of the court of origin, the findings of
fact on which the court of origin based its jurisdiction shall be presumed
correct. However, this presumption does not apply if the judgment was
given by defaullt.

3. In verifying the jurisdiction of the court of origin when that court
has rendered a default judgment, the court addressed must satisfy itself that
the plaintiff’s assertions of the bases of jurisdiction under this Convention
and under the law of the State of the court of origin were well-founded.

4. Recognition or enforcement of a judgment may not be refused on
the ground that the court addressed considers that the court of origin should
have declined jurisdiction in accordance with Article 14.

Article 22 Judgments Excluded from Chapter 111

This Chapter shdl not apply to judgments based on a ground of

jurisdiction provided for by national law in accordance with Article 15.
Article23 Judgmentsto be Recognized or Enforced

1. A judgment that is within a basis of jurisdiction provided for in this
Convention shal be recognized or enforced under this Chapter.

a. In order for its judgment to be recognized and enforced under this
Convention, the rendering court must declare that its judgment comes
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within the scope of the Convention. A party may at any point in the
proceedings request the court to so declare.

b. In order to be recognized, a judgment referred to in paragraph 1
must be recognized in the State of origin.

c. In order to be enforceable, a judgment referred to in paragraph 1
must be enforceable in the State of origin.

d. However, recognition or enforcement may be postponed if the
judgment is the subject of review in the State of origin or if the time limit
for seeking areview has not expired.

e. The preclusive effect of a judgment shall be no greater than its
effect in the State of origin.

Article24 Judgments Not to be Recognized or Enforced
A judgment based on a ground of jurisdiction which conflicts with
Articles 4, 5, 7, [or 8] or whose application is prohibited by virtue of
Article 16, shall not be recognized or enforced.
Article25 Groundsfor Refusal of Recognition or Enfor cement
1. Recognition or enforcement of a judgment may be refused if -

a. proceedings between the same parties and having the same
subject matter are pending before a court of the State addressed, if first
seized in accordance with Artide 12 or if consolidated in accordance with
Artide 13;

b. the judgment is inconsistent with the judgment of the court first
seized, or if the actions were consolidated in accordance with Artide 13,
the judgment is inconsistent with the judgment of the court of
consolidation;

c. the document which instituted the proceedings or an equivalent
document, including the essential elements of the claim, was not notified to
the defendant in sufficient time and in such a way as to enable the
defendant to arrange for a defenseg;

d. the rendering court’s jurisdiction was based on a nonnegotiated
contract whose forum designation was unreasonable under Artide 4.3,

e. the judgment results from proceedings incompatible with
fundamental principles of procedure of the State addressed, including the
right of each party-to be heard by an impartial-and.independent court;

f. the judgment was obtained by fraud in connection with a matter of
procedure;

g. recognition or enforcement would be manifestly incompatible
with the public policy of the State addressed;

h. where the rendering court’s choice of law was arbitrary or
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unreasonable, for example, where it applied a law lacking sufficient
significant relationship to the dispute. The conformity of the forum to the
jurisdictional terms of this Convention does not necessarily, of itself,
suffice to establish a significant relationship between its laws and the
dispute.

2. Without prejudice to such review asis necessary for the purpose of
application of the provisions of this Chapter, there shall be no review of the
merits of the judgment rendered by the court of origin.

Article26 Documentsto be Produced

1. The party seeking recognition or applying for enforcement shall
produce -

a. acomplete and certified copy of the judgment;

b. if the judgment was rendered by default, the original or a certified
copy of a document establishing that the document which instituted the
proceedings or an equivalent document was notified to the defaulting party;

c. al documents reguired to establish that the judgment is
enforceable in the State of origin;

d. if the court addressed so requires, a trandation of the documents
referred to above, made by a person qualified to do so.

2. No legalization or similar formality may be required.

3. If the terms of the judgment do not permit the court addressed to
verify whether the conditions of this Chapter have been complied with, that
court may require the production of any other necessary documents.

Article27 Procedure

The procedure for recognition, declaration of enforceability or
registration for enforcement, and the enforcement of the judgment, are
governed by the law of the State addressed so far as the Convention does
not provide otherwise. The court addressed shall act expeditioudly.

Article28 Costsof Proceedings

No security, bond, or deposit, however described, to guarantee the
payment of costs or expenses shall be required by reason only that the
applicant is a nationa of, or has its habitua residence in, another
Contracting State.

Article29 Legal Aid

Natura persons habitualy resident in a Contracting State shall be
entitled, in proceedings for recognition or enforcement, to legal aid under
the same conditions as apply to persons habitually resident in the requested
State.

Article30 Damages
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1 In so far as a judgment awards noncompensatory, including
exemplary or punitive, damages, it shall be recognized at least to the extent
that similar or comparable damages could have been awarded in the State
addressed. This rule does not apply to damages that are intended to
compensate the plaintiff but without requiring proof of actual damages.

a. Where the debtor, after proceedings in which the creditor has the
opportunity to be heard, satisfies the court addressed that in the
circumstances, including those existing in the State of origin, grossy
excessive damages have been awarded, recognition may be limited to a
lesser amount.

b. In no event shall the court addressed recognize the judgment in an
amount less than that which could have been awarded in the State
addressed in the same circumstances, including those existing in the State
of origin.

3. In applying paragraphs 1 and 2, the court addressed shall take into
account whether and to what extent the damages awarded by the court of
origin serve to cover costs and expenses relating to the proceedings, not
otherwise covered by statutory provisons relating to the awards of
attorneys fees.

Article31 Injunctions

1. In the ordinary course, injunctive relief is available; nonetheless
courts may decline to enjoin activities within their territoriesiif:

a. health and safety are at issue, or

b. the judgment conflicts with fundamental cultural policies in the
State where enforcement is sought, and

c. damages would afford an effective remedy for that territory.

2. In no event must a State recognize an award of injunctive relief if
such would not be required under the TRIPs Agreement, unless the State
addressed would have awarded injunctive reief under the same
circumstances. Should the rendering court decline to enter injunctive relief
pursuant to this subsection, it must award compensatory damages.

Article32 Severability

If the judgment contains elements which are severable, one or more of
them _may be separately recognized, declared enforceable, registered for
enforcement, or enforced.

Article33 Authenticlnstruments

1. Each Contracting State may declare that it will enforce, subject to
reciprocity, authentic instruments formaly drawn up or registered and
enforceable in another Contracting State.

2. The authentic instrument must have been authenticated by a public
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authority or a delegate of a public authority and the authentication must
relate to both the signature and the content of the document.
Article 34 Settlements
Settlements to which a court has given its authority shall be
recognized, declared enforceable or registered for enforcement in the State
addressed under the same conditions as judgments falling within the
Convention, so far as those conditions apply to settlements.
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