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“The protection and enforcement of intetlectual property rights should contribute to the promotion of
technological innovation and to the transfer and dissemination of technology, to the mutual advantage of
producers and users of technological knowledge and in a manner conducive to social and economic welfare,

and to a balance of rights and obligations.”
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“Agreemem on Trade-Related Aspects of Intellectual Property Right , Art. 8

“1. Members may, in formulating or amending their laws and regulations, adopt measures necessary
to protect public health and nutrition, and to promote the public interest in sectors of vital importance to their
socio-econtomic and technological development, provided that such measures are consistent with the provisions
of this Agreement.

2. Appropriate measures, provided that they are consistent with the provisions of this Agreement,

may be needed to prevent the abuse of intellectual property rights by right holders or the resort to practices

~ which unreasonably restrain trade or adversely affect the international transfer of technology.”
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% Agreement on Trade-Related Aspects of Intellectual Property Right , Art. 1

“1. Members shall give effect to the provisions of this Agreement. Members may, but shall not be
obliged to, implement in their law more extensive protection than is required by this Agreement, provided that
such protection does not contravene the provisions of this Agreement. Members shall be free to determine the
appropriate method of implementing the provisions of this Agreement within their own legal system and

practice.”
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* Agreement on Trade-Related Aspects of Intellectual Property Right , Art. 41

“l. Members shall ensure that enforcement procedures as specified in this Part are available under
their Jaw so as to permit effective action against any act of infringement of intellectual property rights covered
by this Agreement, including expeditious remedies to prevent infringements and remedies which constitute a
deterrent to further infringernents, These procedures shall be applied in such a manner as to avoid the creation
of barriers to legitimate trade and to provide for safeguards against their abuse.

2. Procedures conceming the enforcement of intellectual property rights shall be fair and equitable.
They shall not be unnecessarily complicated or costly, or entail unreasonable time-limits or unwarranted

delays.”
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* Agreement on Trade-Related Aspects of Intellectual Property Right , Art. 44

“1. The judicial authorities shall have the authority to order a party to desist from an infringerment,
inter alia to prevent the entry into the channels of commerce in their jurisdiction of imported goods that involve
the infringement of an intellectual property right, immediately after customs clearance of such goods. Members
are not obliged to accord such authority in respect of protected subject matter acquired or ordered by a person
prior to knowing or having reasonable grounds to know that dealing in such subject matter would entail the
infringement of an intellectual property right.

2. Notwithstanding the other provisions of this Part and provided that the provisions of Part I
specifically addressing use by governments, or by third parties authorized by a government, without the
authorization of the right holder are complied with, Members may limit the remedies available against such use
to paymeni of rernuneration in accordance with subparagraph (h) of Article 31. In other cases, the remedies
under this Part shall apply or, where these remedies are inconsistent with a3 Member’s law, declaratory

judgments and adequate compensation shall be available.”
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. Agreement on Trade-Related Aspects of Intelleciual Property Right , Art. 45

“1. The judicial authorities shall have the authority to order the infringer to pay the right holder
darnages adequate to compensate for the injury the right holder has suffered because of an infringement of that
person’s intellectual property right by an infringer who knowingly, or with reasonable grounds to know,
engaged in infringing activity.

2. The judicial authorities shall also have the authority to order the infringer to pay the right holder
expenses, which may include appropriate attorney’s fees. In appropriate cases, Members may authorize the
judicial authorities to order recovery of profits and/or payment of pre-established damages even where the

infringer did not knowingly, or with reascnable grounds to know, engage in infringing activity.”
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* Agreement on Trade-Related Aspects of [ntellectual Property Right , Art. 46

“In order to create an effective deterrent to infringement, the judicial authorities shall have the
authority to order that goods that they have found to be infringing be, without compensation of any sort,
disposed of outside the channels of cormmerce in such a manner as to avoid any harm caused to the right holder,
or, unless this would be contrary to existing constitutional requirements, destroyed. The judicial authorities
shall also have the authority to order that materials and implements the predominant use of which has been in
the creation of the infringing goods be, without compensation of any sort, disposed of outside the channels of
commerce in such a manner as to minimize the risks of further infringements. [n considering such requests, the
need for proportionality between the seriousness of the infringement and the remedies ordered as well as the
interests of third parties shall be taken into account. In regard to counterfeit trademark goods, the simple
removal of the trademark unlawfully affixed shall not be sufficient, other than in exceptional cases, to permit

release of the goods into the channels of commerce.”
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* Agreement on Trade-Related Aspects of Intellectual Property Right , Art. 48

1. The judicial authorities shall have the authority to order a party at whose request measures were
taken and who has abused enforcement procedures to provide to a party wrongfully enjoined or restrained
adequate compensation for the injury suffered because of such abuse. The judicial authorities shall also have the
authority to order the applicant to pay the defendant expenses, which may include appropriate attorney’s fees.

2. In respect of the administration of any law pertaining to the protection or enforcement of
intellectual property rights, Members shall only exempt both public authorities and officials from liability to
appropriate remedial measures where actions are taken or intended in good faith in the course of the
administration of that law,”

% Agreement on Trade-Related Aspects of Intellectual Property Right , An. 61

“Members shall provide for criminal procedures and penalties to be applied at least in cases of wilful

trademark counterfeiting or copyright piracy on a commercial scale, Remedies available shall include
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imprisonment and/or monetary fines sufficient to provide a deterrent, consistently with the level of penalties
applied for crimes of a corresponding gravity. In appropriate cases, remedics available shall also include the
seizure, forfeiture and destruction of the infringing goods and of any materials and implements the predominant
use of which has been in the commission of the offence. Members may provide for criminal procedures and
penalties to be applied in other cases of infringement of intellectual property rights, in particular where they are
committed wilfully and on a commercial scale.”
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i Agreement on Trade-Related Aspects of Intellectual Property Right , Art. 51
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“Members shall, in conformity with the provisions set out below, adopt pm{:t:duwsI3 to enable a right
holder, who has valid grounds for suspecting that the importation of counterfeit trademark or pirated copyright
goods(14) may take place, to lodge an application in writing with competent authorities, administrative or
judicial, for the suspension by the customs authorities of the release into free circulation of such goods.
Members may enable such an application to be made in respect of goods which involve other infringements of
intellectual property rights, provided that the requirements of this Section are met. Members may also provide
for corresponding procedures concerning the suspension by the customs authorities of the release of infringing
goods destined for exportation from their territories.™

« Agreement on Trade-Related Aspects of Imellectual Property Right , Art. 59

“Without prejudice to other rights of action open to the right holder and subject %o the right of the
defendant to seek review by a judicial authority, competent authorities shall have the authority to order the
destruction or disposal of infringing goods in accordance with the principles set out in Article 46. In regard to
counterfeit trademark geods, the authorities shall not allow the re-exportation of the infringing goods in an

unaltered state or subject them to 2 different customs procedure, other than in exceptional circumstances,”
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* Amanda Michaels. (1996). A Practical Guide to Trade Mark Law. pp. 140-142.
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* Anticle 16. Order for delivery up of infringing goods, material or articles.

1) The proprietor of a registered trade mark may apply to the court for an order for the delivery up to
him, or such other person as the court may direct, of any infringing goods, material or articles which a person
has in his pessession, custody or control in the course of a business.

“ fhudts gossms. (2544). nmihduigaisidenshuedozdiadnihanieamnensén,

i 79-81.
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MULANTA

% Article15. Order for erasure, etc. of offending sign.
{1) Where a person is found to have infringed a registered trade mark, the court may make on order
requiring him--
(2) to cause the offending sign to be erased, removed or obliterated from any
infringing goods, material or articles in his possession, custody or control, or
{(b) if it is not reasonably practicable for the offending sign to be erased, removed
or obliterated, to secure the destruction of the infringing goods, material or articles in question.
(2) If an order under subsection (1) is not complied with, or it appears to the cowrt likely that such an
order would not be complied with, the court may order that the infringing goods, material or articles be
delivered to such person as the court may direct for erasure, removal or obliteration of the sign, or for

destruction, as the case may be
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“ Article 99.{1) Where a person—
{a) has an infringing copy of a work in his possession, custody or control in the course of a

business, or
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(b) bas in his possession, custody or control an article specifically designed or adapted for
making copies of a particular copyright work, knowing or having reason to believe that it has been or is to be
used to make infringing copies,the owner of the copyright in the work may apply to the court for an order that
the inftinging copy or article be delivered up to him or to such other person as the court may direct.

{2) An application shall not be made after the end of the period specified in section 113 (period after
which remedy of delivery up not available); and no order shall be made uniess the count also makes, or it
appears to the court that there are grounds for making, an order under section 114 (order as to disposal of

infringing copy or other article).

“ David I Bainaridge. (1996). Intellectual Property Third Edition. p. 134.

* Article 114.—(1) An application may be made 1o the court for an order that an inftinging copy or
other article delivered up in pursuance of an order under section 99 or 108, or seized and detained in pursuance
of the right conferred by section 100, shall be—

{a) forfeited to the copyright owner, or
{b) destroyed or otherwise dealt with as the court may think fit,or for a decision that no such

order should be made.....
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® Gerald Dworkin and Richard Taylor. (1989). Blackstone’sGuide to the COPYRIGH,DESIGNS
AND PATENTS ACT 1988. p. 119.
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7 (4) The court shall not grant such an application unless--

(A) the person obtaining an order under this subsection provides the security detenmined adequate by
the court for the payment of such damages as any person may be entitled to recover as a result of a wrongful
seizure or wrongful attempted seizure under this subsection; and

{B) the court finds that it clearly appears from specific facts that--

(i) an order other than an ex parte seizure order is not adequate to achieve the purposes of section 32
of this Act (15 U.S.C. 1114);

(ii) the applicant has not publicized the requested seizure;

(iii) the applicant is likely to succeed in showing that the person against whom seizure would be
ordered used a counterfeit mark in comnection with the sale, offering for sale, or distribution of goods or
services;

{(iv) an immediate and irreparable injury will occur if such seizure is not ordered;

(v) the matter to be seized will be located at the place identified in the application;

{vi) the harm to the applicant of denying the application outweighs the harm to the legitimate interests
of the person against whom seizure would be ordered of granting the application; and

{vii} the person against whom seizure would be ordered, or persons acting in concert with such
person, would destroy, move, hide, or otherwise make such matter inaccessible to the court, if the applicant

were to proceed on notice to such person.
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"' §1118. Destruction of infringing articles

In any action arising under this Act, in which a violation of any right of the registrant of a mark
registered in the Patent and Trademark Office, a violation under section 43(a) [15 USC §1125(a)], or a willful
violation under section 43(c) [15 USC §1125(c)], shall have been established, the court may order that all
labels, signs, prints, packages, wrappers, receptacles, and advertisements in the possession of the defendant,
bearing the registered mark or, in the case of a violation of section 43(a) [15 USC §1125(a)] or a willful
violation under section 43{c) [15 USC §1125(c)], the word, term, name, symbol, device, combination thereof,
designation, description, or representation that is the subject of the violation, or any reproduction, counterfeit,
copy, or colorable imitation thereof, and all plates, molds, matrices, and other means of making the same, shall
be delivered up and destroyed. The party seeking an order under this section for destruction of articles seized
under section 34(d) (15 U.S.C. 1116(d)) shall give ten days’ notice lo the United States attorney for the judicial
district in which such order is sought (unless good cause is shown for lesser notice) and such United States
attorney may, if such destruction may affect evidence of an offense against the United States, seek a hearing on

such destruction or participate in any hearing otherwise to be held with respect to such destruction,
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3} AASEMI19 Shen Manufacturing Company éﬂﬁqﬂ Tonn fiu Sunecrest Mills,Inc
uaz K Mart Corporation Andauariudldn suos Teolondiudndafudasiu «riz A

a i = 4 = i o o e 1@
dish»  Hosdwashoziianieanunonisfy gRwny unuil 108 (Tenmey 1) Andudl §uay

"United States District Court, $.D. New York. IMGINEERING, INC.,Plaintiff, V. VAN
KLASSENS, INC. and Robett Lukingbeal, Defendants. No. 92 Civ. 0751 (RLC). March 30,1994, from
hitp:/fweb2. westlaw.com/keysearch/search.aspx?rs=WLW6.01 &ksaction=DispQuery &topic=IB369A05C043D
11D5A72609009202C7B6&n=_top&mi=WestlawInternational&vr=2.0&sv=Split&krp=%2fkeysearch%2 fdefa
ult.wi.

PUnited States Court of Appeals, Ninth Circuit. WHITTAKER CORPORATION; Whittaker
Controls, Inc., Plaintiffs-Appeliees, V. EXECUAIR CORPORATION, et al.; Excuair Sales Corporation;
David Manhan, Defendants-Appellants. No. 90-55176. Argued and Submitted Oct. 10,1991, Decided Jan. 3,
1992, (Ibid.)
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"United States District Court, 5.D. New York. SHEN MANUFACTURING COMPANY, INC,,
Planintiff, V. SUNCREST MILLS, INC, and K Mart Corporation, d/b/a K Mart and K Mart Enterprises, Inc.,
Defendants, No.84 Civ. 2900 {CHT). June 30, 1987 (Ibid.)
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- o o - A W e b ' 3 I a_ o & o o e
fuag  TaeTlendduiiuaddudunsdsenisndndreinsunsidnadaziiaduing 1u
a as o F o YA 2 A
ANYWE (character) YO4AINTIPYU Betty 138 Betty Boop ¥831ann sialdidnvinu 19
a L | 1 o W o L] d o . J a o s =
SuasyatdardenonaTondua: MiuasadaevgnamazFivesnhvuTavasiafuans

d M o & o o W 26
a1 lgnn iMed utiun1iviniedsals

™ Anticle 503. Remedies for infringement: Impounding and disposition of infringing article

(a) At any time while an action under this title 15 pending, the court may order ihe impounding, on
such terrns as it may deem reasonable, of all copies or phonorecords claimed to have been made or used in
violation of the copyright owner's exclusive rights, and of all plates, molds, matrices, masters, tapes, film
negatives, or other articles by means of which such copies or phonorecords may be reproduced.

(b) As part of a final judgment or decree, the court may order the destruction or other reasonable
disposition of all copies or phonorecords found to have been made or used in violation of the copyright owner’s
exclusive rights, and of all plates, molds, matrices, masters, tapes, film negatives, or other articles by means of
which such copies or phonorecords may be reproduced.

"“District Court, 8.D. New York. FLEISCHER STUDIOS, Inc., et al. V. RALPH A, FREUNDLICH,
Inc., et al. February 9, 1934, from http://webz.westlaw.com/keysearch/search.aspx?rs=WLWs.01&
ksaction=DispQuery&1opic=I8C2F4596043D1]1 DSBB4E0Y009202CTB6& h=_top&mi=Westlawlnternati

onal&vi=2.08&sv=Split&rp="c2fkeysearch % 2fdefault.wl
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" Article18. Claim to Destruction
(1) Where the cases referred to in Sections 14, 15 and 17 are applicable, the proprietor of a
trade mark or a trade designation rmay require the destruction of the unlaw fully marked products that are in the
possession of the infringer or are in his property unless the infringing nature of the products can be removed in
some other way and the destruction is disproportionate, in the individual case, tor the infringer or the proprietor.
{2} Subsection (1) shall also apply mutatis mutandis to devices that are the property of the
infringer and are used or intended exclusively or almost exclusively for the unlawfill marking of a product.

{3) Further claims to destruction shall remain unaffected.



83

ar L] i)

Y wad’.ﬂ o a s & - =] &
UNDYYAUUHANNIINAINYI mintnisnsziaziliadnslumseanuio

a 4 Y Y 4 A . 1 A ¥
MSAUNAYY 9118 14, 15 uaz 17 vsansosnmensmaniotuiideswrormamova v

r T ] ] » 1
malifdohawduiiflinTemuwstsfifiazdie Mafiegluanuaseunsesvesgnszii
- - oo o = o L' A = w a0 .:
agdiauazilunssudntvesfniztiasiiia’ld Taslhidrdesiinstaninireu usnnnd
4 ¥ o ¥ ¥ o v A S ¥ g a 4
Wrsuniomuemsmdsannsadese liimeginisiviedweslaquesdiaziiia dagn

¥ dmsunszvitaziiin1a 1y sy dudy

3.6.2 MAINNTIIAITEVIBMAUNINUNGHINBAVANT VBT IMMBB TN
nguueRuEnuewosiu fie Copyright Law (Urheberrechtsgesetz, UrhG) In the
version published on 9 September 1965, as last amended on 8 May 1998 ﬁa‘lﬁ'iuﬂungﬂmu“lu

= o P o s o . S 1 or
szuudianed (Civil Law) fildAnuduasosdinveadwosdvdntluszAugs wwdoafy

voglszmaenigonsm

a J a Y A
3.6.2.1 angaNevAUMINIRTTIIMEMINIMamlungrngdvantvealizima
Al
1193791
o = [ o - o Vel e ey
nisBracnnmdsmwmamalunsdinasuning hifivygd Blungrune
o a ar o 1 ot ] e w s 1
SydnTvenlizimmeesiy aslluduiminis IhdawsvAunaziiaenindyalsingeylu
a a o . . - . - - .
YRS NAGANUVOS AHUUWAYTANT Section 1T Infringements 1. Civil Law Provisions; Remedies
11931 98 M3iesun liiaenIedausuduuisiansaiy, 11as1 99 msiesvelivihmense
1 o oo o
dawpuninanlFlumsnszim
- - ﬂ( L : L a L
Tunguuivdvdnivouseniuiu nisdesvelddsuevuaziaroning
t ¥ ] & o e o
ansauvseen1@idu 2 nsdl fe n3diusn mafesvelddanounioviimumindimiuds
° < = ad 9 ¥ M o w o&a o~
drundassnuniazdia uaznsdinaes msdssvelidausunioniateninonilugnsals
M lunsasziazidia
lunsdiusn misdesvelfdasuniohnwmindfidudrduusaessd
aziia Usngeglu w31 98 msuninaldimenseasuey duu1§1a9991U(Claim 10
Destruction or Surrender of Copies) 1721271
1 »
) gnsdithoi 185uanuoniseniewelihaodundmessufiamug
o o J & 9 . = W a_ oA v, A o v = S
fimvunTosimiwn laviveudungmng uisdsisluiesimin Taodveudrungruion

! W o - Ay -
aglunnunsounsesvesfoniiin wiendaziliadhuives



[

84

@ usnmiisnnurainisfidmualilu () gosdéhefi1dsunnudone
9 WM e & 2 o = o n:l r =
onfaelddsfudurdiansadddaziiandudvandufuinimualunmdugisssu
Tnusmdunuluniswaa
@) wwinsmeld (1) ez 2) ewazhimuzasvinsdindnizhazidia
¥ 1
niofiihudwesnu uazTasanmussmsazile vesdmniresaivannsamdoudrolfde

gridichef 185 undonelidnitaswemasmsmmziituiludmsuiansiseadanans

8"

[
et o o a «

a 1 k4 ¥ oa o o ar Yo )
untiggfatlindmnaaian asdesveliiatoninddaldilinequases

L4 a 3 o ¥ o
wolss Tumivesynaan 1asudns Alasunrimdomeaiuisodesveldvimednuidines

¢nuﬁgﬂNﬁmfuTﬂuﬁﬁﬂ;}ﬂuww?a'lé'muuws"[nuﬁﬂﬂgwmu fiRazialémnsnseunsesey
waeBaialasunmdomumunsedese Wdsdmniinessuiiegluauaseunse s
¥ dasiiadhudweandufuomualusimsugisisg”

ns@ifiaes msdesvalfdaeunioiawednsd@idlumsniziaziia
Usingeglu wasn 99 mafeswelihaoniedweunindilFlunisnszhiClaim 1o
Destruction or Surrender of Devices) fid

aunias1 98 ThinndTaveyTanTuSewesdsfilflunsnssinudia 41
Ansyiraziliaduifives uaz 14 nTonauz 1ddmiunsndadnuidiassauduiia

aguany®

™ Article 98 Claim to Destruction or Surrender of Copies

(1) The injured party may require destruction of all copies unlawfully manufactured, unlawfully
distributed or intended for unlawful distribution that are in the possession of the infringer or are his property.

(2) In place of the measures provided for in paragraph (1), the injured party may require that the
copies that are the property of the infringer be surrendered to him in return for equitable remuneration that may
not exceed the cost of manufacture.

(3) Where the measures under paragraphs (1) and (2) are disproporiionate, in the individual case, for
the infringer or the owner and if the infringing nature of the copies can be removed in some other way, the
injured party shall have a claim only to the measures necessary for such purpose.

» Eugen Ulmer. {1989). Germany (Federal Republic). p. 393.

* Article 99 Claim to Destruction or Surrender of Devices

The provisions of Article 98 shall apply mutatis mutandis to devices that are the property of the

infringer and that are used or intended exclusively or almost exclusively for the unlawful manufacture of copies
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